
pp. No. 10/679,260 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

10/679,260 

Cheng Art Unit: 3754 

10/07/2003 Examiner: Hook, James F. 

A HOSE FOR CONVEYING FLUIDS CONTAINING HYDROGEN 
60,680-891 Conf.No.: 3121 



Director of the United States Patent and Trademark Office 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

PETITION FOR WITHDRAWAL OF RESTRICTION REQUIREMENT 
PURSUANT TO 37 C.F.R. SS 1.144 AND 1.181 

Dear Sir or Madam: 

Applicants, by and through their attorneys Dykema Gossett PLLC, hereby petition for 
withdrawal of the Examiner's restriction requirement in the above-identified application pursuant 
to 37 C.F.R. §§ 1.144 and 1.181 for the reasons cited hereinbelow. Pursuant to 37 C.F.R. § 1.1, 
this Petition is addressed to the "Director of the United States Patent and Trademark Office." 
Applicant understands that pursuant to MPEP § 1002.02 and 1002.02(c), petitions to the Director 
of the USPTO fi-om a final decision of an examiner requiring restriction are delegated to the 
Technology Center (TC) Directors. 
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I hereby certify that this Petition for Withdrawal of Restriction Requirement Pursuant to 37 
C.F.R. § 1.144 and 1.181 is being deposited with the United States Postal Service "Express Mail Post 
Office to Addressee" service under 37 C.F.R. § 1 . 10 in an envelope addressed to Director of the United 
States Patent and Trademark Office, P.O. Box 1450, Alexandria, Virginia 22313-1450. 
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L STATEMENT OF FACTS UNDER 37 C.F.R. § 1.181(B) 

1 . In a paper mailed March 22, 2005 and titled "Request for Continued Examination 
Pursuant to 37 C.F.R. § 1.114," , Applicants responded to the Examiner's final Office Action 
mailed December 29, 2005. In particular, Applicants requested continued examination of the 
application pursuant to 37 C.F.R. § 1.1 14 and amended claim 1 to clarify that the recited hose 
was a "hydrogen feeding hose for a fiiel cell." 

2. On April 20, 2005, the Examiner mailed a non-final Office Action to AppUcants' 
attorney, wherein the Examiner indicated that the amendment "was merely intended use" and 
was "merely placed in the preamble and fails to breath Ufe into the claim body." Office Action 
mailed April 20, 2005, page 5. Accordingly, the Examiner asserted that the amendment did "not 
make the claims allowable over the prior art as applied above." Id. at page 6. 

3. In a paper mailed July 19, 2005 and titled "Reply Pursuant to 37 C.F.R. § 1.1 1 1," 
AppUcants responded to the Examiner's final Office Action mailed April 20, 2005. In particular, 
AppHcants renewed their argxmients and added claims 7-12 directed to a fiiel cell assembly, 
including the hose of previously presented claim 1. The amendments did not add new matter. 

4. On October 6, 2005, the Examiner mailed a final Office Action to Applicants' 
attomey, wherein the Examiner asserted that Applicants' claims 7-12 were "directed to an 
invention that is independent or distinct fi-om the mvention originally claimed." Office Action 
mailed October 6, 2005, page 2. The Examiner then required the Applicant to restrict the claims 
to the invention previously claimed (claims 1-6) for which Applicant had previously received an 
Office Action on the merits. The Examiner's stated position for requiring restriction , in its 
entirety, was: "the new claims are drawn to a fiiel cell and parts therein which is divergent fi-om 
the originally claimed tube structure." Id. . The Examiner fiirther withdrew claims 7-12 fi-om 
consideration "as being directed to a non-elected invention," citing MPEP § 821.03. Id. 

5. In a paper mailed December 7, 2005 and titled "Reply Pursuant to 37 C.F.R. 

§ 1.1 1 1," Applicants requested reconsideration of the restriction requirement and specifically set 
forth the grounds on which Applicants traversed the restriction requirement. In particular. 
Applicants set forth how the claims were related as combination and subcombination, the tests 
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for establishing an independent or distinct relationship for such claims, and the failure of the 
Examiner to apply this test. Applicants' reply satisfies the requirement that Applicants request, 
under 37 C.F.R. § § 1.1 1 1(b) and 1.143, reconsideration of the requirement made by the 
Examiner. 37 C.F.R. § 1.181(c). 

6. On January 3 1 , 2006, the Examiner issued an Advisory Action Before the Filing 
of An Appeal Brief, which includes a response to Applicants' traversal of the restriction 
requirement. Advisory Action mailed January 31, 2006, page 2. The Examiner's response in its 
entirety, states: "with respect to the restriction requirement, the new group added includes 
required searches in a class and technology separate from the original claims which were not 
require [sic] or searched, nor was there any reason to search tehm [sic] based on the claims 
originally filed with no claim limitations other than intended use, and to do so at this point in the 
prosecution introduces an undue burden on the examiner, thereby wasting a great deal of time 
that has already been invested. If the novelty of the invention is in the piping limitations alone as 
applicant states, then rejoinder will be considered upon indication of allowable subject matter," 
Id. 

7. Applicants hereby request review of the Examiner's restriction requirement and 
withdrawal of the same for the reasons set forth herein. 

11. ARGUMENT 

Applicants submit that the restriction requirement made by the Examiner is improper. 
Applicants respectfully submit that the Examiner has failed to demonstrate that the claimed 
Invention Groups (Le,, claims 1-6 and claims 7-12) are either "independent" or "distinct" as 
required in 37 C.F.R. § 1.145 and MPEP § 821.03. 

As set forth in MPEP § 803, a restriction is proper where an appHcation includes two 
claimed inventions that are either "independent" or "distinct".^ The Examiner has asserted that 
claims 7-12 are directed to an "invention that is independent or distinct from the invention 

^ In addition, "[i]f the search and examination of an entire application can be made 
without serious burden , the examiner must examine it on the merits, even though it includes 
claims to independent or distinct inventions." MPEP § 803. 
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originally claimed." Office Action of October 6, 2005, page 2. Applicant notes that the two 
Inventions are clearly not independent in that there is a disclosed relationship between the two 
Inventions-that of a combination and subcombination MPEP § 802.01. "A combination is an 
organization of which a subcombination or element is a part." MPEP § 806.05(a). The hose of 
claims 1-6 is a part of the fuel cell assembly of claims 7-12. 

The two Invention Groups are also not "distinct." Li order to establish distinctness 
between a combination and subcombination, two-way distinctness must be demonstrated. MPEP 
§ 806.05(c). Pursuant to MPEP § 806.05(c): 

Under two-way distinctness, inventions are distinct if: (1) the combination does 
not require the particulars of the subcombination as claimed for patentability and 
(2) the subcombination can be shown to have utility by itself or in other and 
different relations. 

The Examiner has not even attempted to apply the above test, and the test cannot be met 
in any event. With respect to the first prong of two-way distinctness, Applicants respectfully 
submit that there is no evidence that the combination fuel cell assembly of claims 7-12 is 
patentable without the details of the subcombination hose of claims 1-6, and accordingly, 
restriction should not be required. MPEP § 806.05(c)(II). "Where the relationship between the 
claims is such that the separately claimed subcombination Bsp [the hose] constitutes the essential 
distinguishing feature of the combination ABsp [the fuel cell assembly] as claimed, the inventions 
are not distinct and a requirement for restriction must not be made, even though the 
subcombination has separate utility." MPEP § 806.05(c)(II). The hose of claims 1-6 constitutes 
the distinguishing feature of the fuel cell assembly of claims 7-12. hi other words, the fuel cell 
assembly of claims 7-12 requires the particulars of the hose of claims 1-6 for patentability. In 
fact, independent claim 7 recites only the following two common components in addition to the 
hose: "a source of fiiel," and "a fuel cell." Accordingly, the inventions are not distinct, and a 
requirement for restriction may not be properly made. 

With respect to the second prong of two-way distinctness, Applicants respectfully submit 
that the Examiner has submitted no evidence or argument that the subcombination of claims 1-6, 
the hose, has utility either by itself or in other and different relations. MPEP § 806.05(c). Even 
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if the Examiner had done so, however, the requirement would still be improper as failing to meet 
the first prong of the test. 

Merely contending that the combination claims are "divergent" from the originally 
claimed tube structure does not satisfy the first and second prongs of two-way distinctness, both 
of which are required for restriction of a related combination and subcombination. Rather, "[t]he 
particular reasons relied on by the examiner for holding that the inventions as claimed are either 
independent or distinct should be concisely stated. A mere statement of conclusion is 
inadequate." MPEP § 816. MPEP § 816 further states: 

The reasons upon which the conclusion is based should be given. For example, 
relative to a combination and subcombination thereof, the examiner should point 
out the reasons why he or she considers the subcombination to have utility by 
itself or in other combinations, and why he or she considers that the combination 
as claimed does not rely on the subcombination as its essential distinguishing part. 

The Examiner has failed to establish a proper basis for restriction. Accordingly, the 
Applicants request that the restriction requirement and constructive election under MPEP § 
821 .03 be withdrawn and that the Examiner examine and consider claims 7-12. 

Ill, PETITION FEE 

Applicants believe that no fee is required in connection with this petition. 37 C.F.R. §§ 
1.144 and 1.181(d). The Director is hereby authorized, however, to deduct any fee required, or 
to credit any overpayment made, in connection with this petition from Deposit Account No. 04- 



2223. 




Respectfully submitted. 



Date: February 6, 2006 



Michelle R. Osinski, Reg. No. 56,427 

Customer No. 26127 

Dykema Gossett PLLC 

39577 Woodward Avenue, Suite 300 

Bloomfield Hills, MI 48304 

(248) 203-0825 

ipmail@dykema.com 
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